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DETAILED ACTION 

Specification 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. For example, in claim 17 "said 
chargeable battery section" does not have antecedent basis. Furthermore, in claims 18 
and 27, it is unclear which end of the battery-side terminal is the "opposite end portion". 
Applicant's cooperation is requested in correcting any errors of which applicant may 
become aware in the specification. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Mitsui et al. (US Pat. No. 5,626,979) (hereinafter "Mitsui") in view of Victor Company of 

Japan, Limited (Laid-open No. Hei 1-155654) (hereinafter "Victor"). 
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Regarding claim 1, Mitsui teaches a battery apparatus (battery pack, 31) having 
a case (housing unit, 33) having a width, a thickness and a length; a battery cell 
(rechargeable cell, 1) disposed at the inside of said case; and a battery side terminal 
(electrode terminal, 37, 38) disposed at a surface of said case and connected to a 
chargeable battery section (battery loading section, 63; see fig. 7), said battery 
apparatus comprising: engaging pieces (engaging grooves, 54,55) at portions on both 
sides in a width direction of said case which extend in said length direction while 
projecting outwardly in said width direction, said engaging pieces configured to engage 
engaging claws (engagement pieces; see col. 10, lines 4-7) of a battery mounting 
section of an electronic device and position said case at a position in a thickness 
direction of said case at said battery mounting section, said engaging pieces disposed 
at spaced intervals in a length direction (see fig. 1). 



FIG. 1 
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Mitsui fails to teach three or more engaging pieces at portions on both sides in a 
width direction of said case. However, Victor teaches a battery pack mounting structure 
in which the bottom portion of a battery pack has a plurality of engagement protrusions 
(12b) protruding on either side (see pg. 6 of provided translation "Battery Pack Mounting 
Device"; see fig. 1 ). Therefore it would have been obvious to a person of ordinary skill 
in the art to use three engaging pieces instead of two. 

«s i m 
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Regarding claims 1 and 14, Mitsui also fails to teach a convex portion projecting 
in the length direction from an end surface of the case and extending in the width 
direction along the end surface of the case. However, Mitsui teaches an engagement 
boss (73) projecting in the length direction from an end surface of the case (64) and 
extending in the width direction along the end surface of the case. The engagement 
boss on the battery loading section of the electronic device engages hole 52 in the 
housing unit 33 (see fig. 12). Although the convex portion is on the battery loading 
section instead of the housing unit as taught by applicant, the reversal of parts is 
obvious. Therefore it would be obvious to a person of ordinary skill in the art to place 
the convex portion on the housing unit instead of the case. 



FIG.12 
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Regarding claim 2, Mitsui teaches the battery apparatus as claimed in claim 1, 
wherein: said battery side terminal (electrode terminal 37, 38) is provided at an end 
portion of said case in said length direction (see fig. 1 ). Victor teaches that two of said 
plurality of engaging pieces are provided on said case at a portion nearer the end 
portion in said length direction (see fig. 6). However, Victor fails to teach that another 
one of the engaging pieces is provided at a portion close to the engaging piece provided 
nearer the end portion of said case where said battery-side terminal is located. 
However, a person of ordinary skill in the art would know that the battery-side terminal 
would have to support more weight and it would be preferable to have the middle 
engaging piece slightly closer to the battery-side terminal end. Therefore it would be 
obvious to place the middle engaging piece closer to the batter-side terminal end. 

Regarding claim 3, both Mitsui and Victor teach the battery apparatus as claimed 
in claim 1 , wherein when the battery apparatus is attached to said battery mounting 
section, movement of said battery apparatus toward said mounting surface is restricted 
by mating the bottom surface of said case with the mounting surface of said battery 
mounting section, and movement of the battery apparatus in the direction away from the 
mounting surface is restricted by engaging the pieces with the engaging claws (see fig. 
12 and 1 respectively) (Mitsui: see col. 10, lines 4-6; Victor, see pg. 3 of provided 
translation "Battery Pack Mounting Device"). 

Regarding claim 4, both Mitsui and Victor teach the battery apparatus as claimed 
in claim 1 , wherein: said case includes a main body portion (Mitsui: upper casing half , 
34, and mid casing half, 35; see fig. 1; Victor, see fig. 1) extending in the length 
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direction with a uniform size in said width direction, and a bottom portion (Mitsui: 
terminal mounting plate, 36; see fig. 1; Victor, bottom portion, 12a; see fig. 1) provided 
at one of thickness directions at a central portion in the width direction of said main body 
portion and extending in said length direction with a smaller width size than the width of 
said bottom portion, said bottom surface is formed with a surface of said bottom portion, 
said plurality of engaging pieces are formed by projecting from said bottom surface 
portion at both sides in said width direction (Mitsui: see fig. 5 ; Victor: see fig. 1), a 
plurality of concave portions extending in said length direction are formed by said 
respective engaging pieces (Mitsui: see fig. 5 ; Victor: recess, 12c; see fig. 1); side 
surfaces of said bottom surface positioned at both sides in said width direction; and a 
surface where said main body portion is facing the side surface of the bottom surface, 
and each of said respective engaging claws engages with said engaging piece by being 
inserted into each of said concave portions (Mitsui: see col. 10, lines 4-6; Victor: see pg. 
6 of provided translation "Battery Pack Mounting Device"). 

Regarding claims 6 and 13, Mitsui teaches the battery apparatus as 
claimed in claims 4 and 1 1 respectively, wherein: at least one of said plurality of 
concave portions includes a stopper barrier for blocking an end portion in the length 
direction of the concave portion. The terminal mounting plate, 36, includes a structure 
that blocks an end portion in the length direction of the concave portion (see fig. 5). 
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FIG. 5 




Regarding claim 7, Mitsui teaches the battery apparatus as claimed in slaim 1, 
wherein: said engaging pieces are provided at both side portions in the width direction 
at the bottom surface of said case (see fig. 5). 

Regarding claim 8, Mitsui teaches an electronic device having a battery mounting 
section (battery loading section, 63; see fig. 7) on which a battery apparatus is attached, 
wherein: said battery apparatus includes a case having a width, a thickness and a 
length; a battery cell (rechargeable cell, 1) housed in the inside of said case; a bottom 
surface (terminal mounting plate, 36; see fig. 5) positioned at one side in a direction of 
said thickness of said case; and a battery-side terminal (electrode terminal 37, 38) 
disposed at a surface of said case and electrically connected to said battery cell, 
engaging pieces (engaging grooves, 54, 55) extending in a direction of said length while 
projecting outwardly in a direction of said width are disposed at regular intervals in said 
length direction at portions on both sides in said width direction of the case. Mitsui fails 
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to teach three or more engaging pieces at portions on both sides in a width direction of 
said case. However, Victor teaches a battery pack mounting structure in which the 
bottom portion of a battery pack has a plurality of engagement protrusions (12b) 
protruding on either side (see pg. 6 of provided translation "Battery Pack Mounting 
Device"; see fig. 1). Therefore it would have been obvious to a person of ordinary skill 
in the art to use three engaging pieces instead of two. 

Mitsui also teaches said battery mounting section comprising: a mounting 
section-side terminal (coupling pins 74, 75; see fig. 9) making contact with said battery- 
side terminal; and a mounting surface (bottom surface, 76) with which said bottom 
surface is mated, said mounting surface has a width of a dimension corresponding to 
the width of said case, and a length of a dimension greater than the length of said case 
(see fig. 12), and at portions on both sides in a width direction of said mounting surface, 
said battery mounting section engaging claws (engaging pieces) are configured to 
engage said engaging pieces and to position said case in the thickness direction on 
said mounting surface by matching the width direction and the length direction of said 
case with the width direction and the length direction of said mounting surface (see col. 
10, lines 4-6; see fig. 12), and to mate the bottom surface of said case with said 
mounting surface, are disposed in the number corresponding to that of said engaging 
pieces. 

Regarding claim 9, Mutsui teaches the electronic device as claimed in claim 8, 
wherein: said battery-side terminal is provided at an end portion of said case in said 
length direction. Victor teaches that two of said plurality of engaging pieces are 
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provided on said case at a portion nearer the end portion in said length direction (see 
fig. 6). However, Victor fails to teach another one of the engaging pieces is provided at 
a portion close to the engaging piece provided nearer the end portion of said case 
where said battery-side terminal is located. However, a person of ordinary skill in the 
art would know that the battery-side terminal would have to support more weight and it 
would be preferable to have the middle engaging piece slightly closer to the battery-side 
terminal end. Therefore it would be obvious to place the middle engaging piece closer 
to the batter-side terminal end. 

Mitsui teaches that said mounting section-side terminal is provided at an end 
portion of said mounting surface in said length direction. Victor teaches that two of said 
plurality of engaging claws are provided at a portion nearer the end portion of said 
mounting surface in the length direction. However Victor does not teach that another 
one of the engaging claws is provided at a portion close to the engaging claw provided 
nearer the end portion of said mounting surface where the battery- side terminal is 
located. However, it would be obvious to a person of ordinary skill in the art that the 
position of the middle engaging claw would correspond to the middle engaging piece. 

Regarding claim 10, both Mitsui and Victor teach the battery apparatus as 
claimed in Claim 8, wherein: movement of said battery apparatus toward said mounting 
surface is restricted by mating the bottom surface of said case with the mounting 
surface of said battery mounting section, and movement of the battery apparatus in a 
direction away from the mounting surface is restricted by engaging the pieces with the 
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engaging claws (see fig. 12 and 1 respectively) (Mitsui: see col. 10, lines 4-6; Victor. 
see pg. 3 of provided translation "Battery Pack Mounting Device"). 

Regarding claim 11, both Mitsui and Victor teach the battery apparatus as 
claimed in Claim 8, wherein: said case includes a main body portion (Mitsui: upper 
casing half , 34, and mid casing half, 35; see fig. 1 ; Victor, see fig. 1 ) extending in the 
length direction with a uniform size in said width direction, and a bottom portion (Mitsui: 
terminal mounting plate, 36; see fig. 1; Victor: bottom portion, 12a; see fig. 1) provided 
at one of thickness directions at a central portion in the width direction of said main body 
portion and extending in said length direction with a smaller width size than the width of 
said bottom portion, said bottom surface is formed with a face of said bottom portion, 
said plurality of engaging pieces are formed by projecting from said bottom surface 
portion at both sides in said width direction (Mitsui: see fig. 5 ; Victor: see fig. 1), a 
plurality of concave portions (Mitsui: see fig. 5 ; Victor: recess, 12c; see fig. 1) extending 
in said length direction are formed by said respective engaging pieces; side surfaces of 
said bottom surface positioned at both sides in said width direction; and a surface where 
said main body portion is facing the side surface of the bottom surface, and said 
engaging claws engages with said engaging piece by being inserted into each of said 
concave portions (Mitsui: see col. 10, lines 4-6; Victor: see pg. 6 of provided translation 
"Battery Pack Mounting Device"). 

Regarding claims 15 and 16, Takeshita teaches the battery apparatus as cited in 
claim 1, further comprising: an identification portion including a recess (discrimination 
recess, 30) having a size based on an electrical characteristic of the battery, the recess 
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configured to receive a projection (discriminating projection, 73) of the battery mounting 
section having a size based on a desired electrical characteristic for the electronic 
device, in order to determine whether or not the battery loading device is an appropriate 
battery loading device for the battery pack (see col. 5, lines 55-58). This claim is 
considered a product-by-process claim where the determination of patentability is based 
upon the product or apparatus structure itself. The patentability of a product or 
apparatus does not depend on its method of production or formation. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process. See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) 
(see MPEP§ 2113). 

Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mitsui in view of Victor as applied to claims 1 -4, 6-1 1 , and 1 5-1 6 above, and further in 
view of Huang (US Pat. Pub. 2003/0027042). 

Regarding claim 5 and 12, Mitsui in view of Victor teaches the battery apparatus 
as claimed in claims 4 and 1 1 respectively, but they do not teach that a convex portion 
projecting outwardly in said width direction is provided at a side face of the bottom 
portion where at least two of the engaging pieces among the plurality of engaging 
pieces are positioned, and said convex portion is formed with a smaller projecting size 
than said engaging piece, and in a condition where said engaging claw engages with 
said engaging piece, said engaging claw and said convex portion are in contact so that 
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the position of the battery apparatus in the width direction of the case is determined in 
said battery mounting section. However, Huang teaches and engaging hook, 23, which 
inherently contains a convex portion (the hook portion) as seen in fig. 1 . Although 
Huang does not teach that the convex portion is formed with a smaller projecting size 
than said engaging piece, the change in form or shape, without any new or unexpected 
results, is an obvious engineering design (see MPEP § 2144.04). Furthermore, the size 
of an article is not a matter of invention (see MPEP § 2144.04). Therefore, with the 
combined teachings of Mitsui, Victor, and Huang, it would have been obvious to a 
person of ordinary skill in the art that an engaging claw could contain a convex portion, 
the two being in contact so that the position of the battery apparatus in the width 
direction of the cause is determined in said battery mounting section. 



23 




FIG, 1 
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Claims 17-18, 20-27, and 29-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takeshita et al. (US Pat. No 6,521 ,370) (hereinafter "Takeshita") in 
view of Victor. 

Regarding claim 17, Takeshita teaches a battery apparatus having a case 
(casing, 19) having a width, a thickness and a length; a battery cell disposed at the 
inside of said case; and a battery-side terminal (output terminals 21 , 22) disposed at a 
surface of side case and connected to a chargeable battery section, said battery 
apparatus comprising: engaging pieces (guide grooves, 26) at portions on both sides in 
a width direction of said case which extend in said length direction while projecting 
outwardly in said width direction, said engaging pieces configured to engage claws 
(guide projections, 47) of a battery mounting section and position said case at a position 
in a thickness direction of said case at said battery mounting section, said engaging 
pieces disposed at spaced intervals in a length direction, wherein a cutout portion (first 
and second lock recesses 38,39) is formed in an end of a bottom portion of the case, 
the cutout portion configured to receive a locking device (lock pawl 79; see col. 9, lines 
50-62) of the battery mounting section (see figs. 5 and 6). 
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FIG.5 




FIG. 6 
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Regarding claims 18 and 27, applicant does not make clear which end portion is 
the "opposite end portion". Assuming that applicant meant "an end portion" as recited in 
claim 2, Takeshita teaches the battery apparatus as cited in claims 17 and 26 
respectively, wherein the battery-side terminal is provided at an end portion in the length 
direction of the bottom portion (see fig. 5). 

Regarding claims 20 and 21 , Takeshita does not teach a machine name plate 
located in a recess portion inside the bottom portion, and including a positioning groove 
receiving the convex portion of the recess portion. It would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to include a 
recessed portion of the battery in order to inform the user of the type of battery system 
that is used in the battery pack. One of ordinary skill in the art would find it obvious to 
add a positioning groove to the nameplate in order to secure the name plate onto the 
battery. Therefore it would have been obvious to include a nameplate on a recessed 
portion inside the bottom portion, including a positioning groove for receiving the convex 
portion of the recess portion. 

Regarding claims 22-23 and 29-30, Takeshita teaches the battery apparatus as 
cited in claims 17 and 24 respectively, further comprising: an identification portion 
including a recess (discrimination recess, 30) having a size based on an electrical 
characteristic of the battery, the recess configured to receive a projection (discriminating 
projection, 73) of the battery mounting section having a size based on a desired 
electrical characteristic for the electronic device, in order to determine whether or not 
the battery loading device is an appropriate battery loading device for the battery pack 
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(see col. 5, lines 55-58). This claim is considered a product-by-process claim where the 
determination of patentability is based upon the product or apparatus structure itself. 
The patentability of a product or apparatus does not depend on its method of production 
or formation. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process. See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) (see MPEP § 2113). The cited prior art teaches all of the positively 
recited structure of the claimed apparatus. The Courts have held that a statement of 
intended use in an apparatus claim fails to distinguish over a prior art apparatus. See In 
re Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305 (CCPA 1962). The Courts have held 
that the manner of operating an apparatus does not differentiate an apparatus claim 
from the prior art, if the prior art apparatus teaches all of the structural limitations of the 
claim. See Ex Parte Masham, 2 USPQ2d 1647 (BPAI 1987). The Courts have held that 
apparatus claims must be structurally distinguishable from the prior art in terms of 
structure, not function. See In re Danley, 120 USPQ 528, 531 (CCPA 1959); and 
Hewlett-Packard Co. V. Bausch and Lomb, Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990) (see MPEP §§2114 and 2173.05(g)). 

Regarding claim 24, Takeshita teaches a battery apparatus having a case 
(casing, 19) having a width, a thickness and a length; a battery cell disposed at the 
inside of said case; and a battery-side terminal (output terminals 21 , 22) disposed at a 
surface of side case and connected to a chargeable battery section, said battery 
apparatus comprising: engaging pieces (guide grooves, 26) at portions on both sides in 
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a width direction of said case which extend in said length direction while projecting 
outwardly in said width direction, said engaging pieces configured to engage claws 
(guide projections, 47) of a battery mounting section and position said case at a position 
in a thickness direction of said case at said battery mounting section, said engaging 
pieces disposed at spaced intervals in a length direction, 

Regarding claims 24 and 25, Takeshita does not teach a machine name 
plate located on a recess portion inside the bottom portion, and including a positioning 
groove receiving the convex portion of the recess portion. It would have been obvious 
to a person of ordinary skill in the art at the time the invention was made to include a 
recessed portion of the battery in order to inform the user of the type of battery system 
that is used in the battery pack. One of ordinary skill in the art would find it obvious to 
add a positioning groove to the nameplate in order to secure the name plate onto the 
battery. Therefore it would have been obvious to include a nameplate on a recessed 
portion inside the bottom portion, including a positioning groove for receiving the convex 
portion of the recess portion. 

Regarding claim 26, Takeshita teaches the battery apparatus as cited in claim 
24, wherein an end of the bottom portion of the case includes a cutout portion (first and 
second lock recess 38,39), the cutout portion configured to receive a locking device 
(lock pawl, 79) of the battery mounting section (see fig. 5 and 6). 
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Claims 19 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overTakeshita in view of Victor as applied to claims 17-18, 20-27, and 29-30 above, 
and further in view of Mitsui. 

Regarding claims 19 and 28, Takeshita in view of Victor teaches the battery 
apparatus as cited in claim 17 and 24, but does not teach a convex portion projecting in 
the length direction from an end surface of the case and extending in the width direction 
along the end surface of the case. Mitsui also fails to teach a convex portion projecting 
in the length direction from an end surface of the case and extending in the width 
direction along the end surface of the case. However, Mitsui teaches an engagement 
boss (73) projecting in the length direction from an end surface of the case (64) and 
extending in the width direction along the end surface of the case. The engagement 
boss on the battery loading section of the electronic device engages hole 52 in the 
housing unit 33 (see fig. 12). Although the convex portion is on the battery loading 
section instead of the housing unit as taught by applicant, the reversal of parts is 
obvious. Therefore it would be obvious to a person of ordinary skill in the art to place 
the convex portion on the housing unit instead of the case. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ASHLEY KWON whose telephone number is (571)270- 
7865. The examiner can normally be reached on Monday to Friday 7:30 - 5pm EST 
with alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Sines can be reached on (571) 272-1263. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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